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IP AS A AREA FOR LEGAL PRACTICE

LICENSING

~~THEORY AND PRACTICE
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G MOTIVATION FOR LICENSING— MARKETING

TRADEMARK,FOR EXAMPLE
/ék « Three main reasons: + Expand and reinforce awareness:
,f—j— ﬁi * Marketing, Financial, and Strategic I extend advertising budgets through licensees
%  Some prodacts must have daily impressions:
5 Coxca-Cola license its name to T-shirt
%)

3 Avoud legal restriction: Mariboro and Camel
license to leisure apparel

MARKETING FINANCIAL

+ Cuitivate future customers: Kodak * Income Grawth:

L. Alternative to direct investment: OEM, especially in
foreign markets

+ Contemporize a brand: Zonith licenses to audio

products % Enhance market valuation and prevent hostile take-
over: inWali Street, valuation is 10-15 times of the
license income, because the management utilize
assers well.




STRATEGIC

* Eliminate Entry Barriers: Strategic relationship:
working under the umbrella of a singlc brand

* Testing means of merger and acquisition

OTHER MOTIVES—NOT
CONFINEDTO TRADEMARK

* Acquire Technology

» Exploit rather than waste by-preduct technology

* Settle or avoid litigauon

* Avoid antitrust or trade regulation (while, still is
subject to antitrust regulation)

« Sauisfy the “working” requirement of pacent and
trademark faws

RELATED ISSUES

« Merges and acquisition

© Assignment

WHY NOT LICENSE

* The licensee may become competitor

+ Cannot find problems from manufacturing and
then improve the technology

« Dilute the trademark

METHOD FOR CASE BRIEFING
Who sued Whom!

2 ForWhat?

3. What instance the courtis?

What kind of procedure?
What the court said?

LS

WHY GET A LICENSE?

+ To Avoid Litigation
* Less Expensive
» To Gain Market Entry

* To get tax deduction and other ncentives in
some countries

POBLEM DISCUSSION

+ What kind of motivation does Estrella has to
license its brand?

« What kinds of issues should the Chairman pay
attention to?

* The three altecnative?

IP LICENSING

~Frocets for concuct g Sicanung 16 negom o metcs

WHAT A LICENSING LAWYER
SHOULD BEAR IN MIND

+ Ligense ¢ 7ot & ramsacuon, 1 s 3 rehtionshp: when
the deal is made, the “pie” is unbaked

© Licenseterm is very long: hence, disputes resalution
and datnage contral methods should be expected

* Understand your chient, and understand the subject
technology. then understand the accounting

PROCESS FOR LICENSING
NEGOTIATION

I Exchange of non-confidential information:to
determme whether there is a potential
{2 Memorandum of
ndersm ing. MOU. maybe)

I Execute a NDA (Non-disclasure Agreement)
i Pre-ncgotiation begins

4 Due Diligence

£

The outhne of a potential agrecment emerges
as key terms are still negotiated
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